
Intellectual Property
ILLINOIS STATE BAR ASSOCIATION

The newsletter of the Illinois State Bar Association’s Section on Intellectual Property Law

  VOL 57 NO. 1SEPTEMBER 2017

Sandoz v. Amgen Inc. is a momentous 
decision for the Supreme Court, 
marking the first time that the court has 
heard a case regarding biosimilars and 
the Biologics Price Competition and 
Innovation Act (BPCIA)1 . Consequently, 

the decision may have far reaching 
implications for drug makers and patent 
practitioners.  

Biosimilars are the generic version of 
a class of drug called biologics. Biologics 
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Will the Northern District of 
Illinois’ Mandatory Initial 
Discovery Pilot program 
end copyright trolling in 
the District?
BY JONATHAN LA PHILLIPS

Federal courts are unquestioningly 
seeking prompter resolution of cases.1 
The Northern District of Illinois, for 
example, issued General Order 17-
0005, effective June 1, 2017. That Order 
established a Mandatory Initial Discovery 

Pilot Program (MIDP). The MIDP should 
change the early progress of cases in the 
Northern District. In fact, the Intellectual 
Property Section Council of the Illinois 
State Bar Association is holding a CLE 
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seminar on the topic on January 17, 2018. 
This brief article discusses how the MIDP 
could affect the large number of BitTorrent-
related copyright cases brought in the 
Northern District of Illinois.2

Legal academics have recognized the 
Northern District of Illinois as a favored 
venue for BitTorrent copyright plaintiffs.2 
Recently, the Seventh Circuit bemoaned 
these practices, citing to Professor Sag’s 
article.ii

In recent years, opportunistic 
holders of copyrights . . . have 
developed unsavory reputations 
for “trolling,” bringing strategic 
infringement claims of 
dubious merit in the hope of 
arranging prompt settlements. 
. . . This business strategy is 
far removed from the goals of 
the Constitution’s intellectual 
property clause to “promote the 
Progress of Science and useful 
Arts.”3

This article suggests that the collision 
of the unstoppable force of so-called 
trolls in the Northern District of Illinois 
meeting the immovable MIDP, colored by 
the Seventh Circuit’s announced distaste 
for troll tactics will be interesting to watch 
unfold. If history were to repeat itself, the 
MIDP might result in a reduction in the 
amount of trolling at the Dirksen Federal 
Building.

BitTorrent plaintiffs’ (possibly) 
missing evidence

Most so-called copyright troll suits 
involve downloading of movies from 
the internet. This presents a difficult 
problem for copyright holders. The person 
observing download does not see the 
identity of the downloader. The observer 
only sees an IP address.

Thus, the plaintiff files suit against a 
John Doe, identified by that IP address. 
Thereafter, the copyright troll seeks early 
discovery, namely permission to issue a 
subpoena to the internet service provider 

for the identity of the billpayer for that IP 
address. Courts routinely, but not always,4 
grant early discovery to allow the plaintiff 
to identify the subscriber of the IP address 
– not necessarily the infringer. But, as 
the Seventh Circuit explained, part of the 
troll’s modus operandi is bringing cases of 
“dubious merit.”

Despite BitTorrent plaintiffs’ cases being 
based purely upon technical evidence, 
they rarely provide documentation 
supporting their case early on. Indeed, 
many times the plaintiffs in these cases 
use form affidavits to obtain that early 
discovery, which are of little to no value to 
defendants or the courts.5 In fact, getting 
evidence demonstrating actual copyright 
infringement from the plaintiffs has not 
always been easy for defendants to obtain. 
Two cases in the Northern District of 
Illinois demonstrate as much.

Magistrate Judge Young B. Kim was 
assigned a BitTorrent copyright case filed 
by Malibu Media - one of the most prolific 
filers of copyright lawsuits in America. 
Judge Kim made early discovery of 
plaintiff ’s technical information an initial 
step in the discovery process. Malibu Media 
elected to immediately dismiss the case.6 

Another Malibu Media case proceeded 
to summary judgment, a rarity. In this 
Northern District of Illinois case, the 
court faced cross-motions for summary 
judgment. It denied the plaintiff ’s motion 
and granted the defendant’s motion for 
summary judgment.7 In the interest of 
full disclosure, the author represented the 
defendant in that action.

In that case, Malibu Media attempted to 
rely on its technical evidence - purportedly 
demonstrating the defendant’s IP address as 
distributing the works. The Court, accepted 
evidence correlating the infringement to 
a given IP address. But, it also determined 
that an IP address discloses only the 
location of the internet connection used 
for the transaction, not the person actually 
engaged in the transaction.8 Thus, the IP 
address to subscriber correlation was not 

sufficient to prove infringement.
Moreover, the court determined that 

the evidence that Malibu Media put 
forth failed to carry its burden, namely, 
demonstrating copying of a protectable 
element of the copyrighted works and 
substantial similarity. Indeed, during 
discovery, the defendant sought production 
of the pieces of the copyrighted works 
that were purportedly downloaded 
from the defendant’s IP address – going 
as far as to file a motion to compel 
their production.9 Yet, Malibu failed to 
provide evidence sufficient to allow the 
court to determine whether the pieces 
sent from the defendant’s IP address 
were substantially similar to the original 
works.10 Additionally, Malibu Media 
failed to properly disclose any witness 
able to interpret the data.11 As such, 
lacking evidence to support its claims, 
the Northern District of Illinois entered 
summary judgment against the plaintiff.

The Mandatory Initial Discovery 
Pilot Program

Prior to June 1, 2017, the earliest 
discovery available to copyright-troll 
defendants were Rule 26(a) disclosures. 
But the MIDP drastically expands parties’ 
responsibilities at the outset of the case. 

Prior to the MIDP, plaintiffs were 
only required to provide information 
that it might use to support its claims.12 
Now, the Northern District of Illinois 
requires more. Through the MIDP parties 
must provide mandatory disclosures of 
information “regardless of whether they 
intend to use the information in presenting 
their claims or defenses.”13 Indeed, the 
information is required “whether favorable 
or unfavorable.”14

The MIDP requires certain disclosures 
prior to issuing discovery.15 These 
disclosures include, among other items:
• The identification of all persons 

likely to have any (not just favorable) 
discoverable information;

• The identification of all persons 

Mandatory Initial Discovery Pilot program 
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who have given written or recorded 
statements; and
A listing of all electronically stored 

information and tangible things known to 
exist, even if not in the disclosing party’s 
possession, custody, or control, along with 
the identifi cation of custodians.16

Previously, early case management from 
Judge Kim, likely to involve information 
similar to the foregoing, correlated with 
the immediate dismissal of a case.17 While 
correlation is not necessarily causation, it 
is unclear whether copyright troll plaintiff s 
will actually provide this information. 

Courts have recognized one reason 
that copyright trolling works is putting on 
a defense to a copyright lawsuit exceeds 
settlement demands.18 Under the MIDP, 
which forces both sides to “show their 
cards” early on, cases may keep settling. Or, 
perhaps if the plaintiff s’ evidence, such as 
the computer fi les demonstrating copying 
of protectable constituent elements of 
copyrighted works, is not disclosed as part 
of the MIDP disclosures, along with all 
other required information, a defendant 
could fi le a motion for summary judgment 
early in the case. 

Early judicial case management has 
repeatedly coincided with copyright 
trolls exiting a given district. For 
example, Magistrate Judge Gorman’s 
Order and Opinion and Report and 
Recommendation, covering over ten cases 
in the Central District of Illinois, severed 
improperly joined Doe defendants.19 One 
need only review PACER records to see 
that aft er Judge Gorman’s Report and 
Recommendation, BitTorrent cases all but 
disappeared from the Central District of 
Illinois. PACER reports that trolls fi led 22 
copyright lawsuits in the Central District 
of Illinois in 2012. Th e following year, there 
were 41 copyright lawsuits in the Central 
District in 2013. All but three were known 
copyright trolls. Th e trolls appeared to be 
ramping up their eff orts. But, in 2014, aft er 
Judge Gorman’s decision, copyright trolls 
did not fi le a single case. Th e question is 
whether the BitTorrent copyright plaintiff s 
will now  exit one of their favorite venues, 
the Northern District of Illinois? 
__________

jphillips@shay-law.com

Copyright © Jonathan Phillips, 2017.

1. See, “2010 Civil Litigation Conference.” 
United States Courts. Accessed December 15, 
2015. http://www.uscourts.gov/rulespolicies/
records-and-archives-rules-committees/
special-projects-rules-committees/2010-civil 
(Th e Advisory Committee on Civil Rules held 
a conference at Duke University School of 
Law in May 2010 to explore costs of litigation, 
especially discovery. Th e Conference sought 
to solve issues using empirical data from the 
Federal Judicial Center and suggestions of 
attorneys and judges); see also, Phillips, J., How 
will the FRCP’s amendments aff ect BitTorrent 
Litigation? Intellectual Property, Ill. State Bar Ass’n 
(Sept.2016).

2. Sag, M., Copyright Trolling, an Empirical 
Study, Iowa L Rev 100 (2015): 1133. (explaining 
“the Northern District of Illinois is the clear leader 
in pornography related copyright trolling.”)

3. Design Basics, LLC v. Lexington Homes, Inc., 
858 F.3d 1093, 1097 (7th Cir. 2017), citing, U.S. 
Const. art. I, § 8, cl. 8.

4. See e.g., Order & Opinion Denying Motion 
for Leave to Serve a Th ird Party Subpoena Prior 
to Rule 26(f) Conference, Malibu Media, LLC 
v. Doe, Doc. 10 (S.D.N.Y. July 6, 2015) (denying 
early discovery, citing to the Sag article, supra, and 
discussing its contents, discussing the plaintiff ’s 
strategy, and casting doubt on whether a prima 
facia case was plead).

5. Malibu Media LLC v. Doe, No. 13 C 6312, 
2016 U.S. Dist. LEXIS 14798, at *8-9 (N.D. Ill. 
Feb. 8, 2016) (recognizing affi  davit used was a 
form affi  davit); See also, Order Discharging Order 
to Show Cause and Granting Sealing Motion, 

Malibu Media, LLC v. Doe, Doc. 29, No. 16-5975 
(N.D. Ca. May 18, 2017) (discharging Order 
to Show Cause concerning plaintiff s ability to 
geolocate IP addresses within a given district, but 
specifi cally stating the Court made no fi nding as 
to its accuracy or approving the system); See e.g., 
Order & Opinion Denying Motion for Leave to 
Serve a Th ird Party Subpoena Prior to Rule 26(f) 
Conference, Malibu Media, LLC v. Doe, Doc. 10 
(S.D.N.Y. July 6, 2015) (fi nding affi  davit to be a 
form affi  davit previously determined to have been 
made without personal knowledge).

6. Notifi cation of Docket Entry, Malibu Media, 
LLC v. Sattler, Case No. 14-cv-5220 (N.D.Ill. June 
10, 2015).

7. Malibu Media LLC v. Doe, No. 13 C 6312, 
2016 U.S. Dist. LEXIS 14798, at *1 (N.D. Ill. Feb. 
8, 2016)

8. Id. at 18-19.
9. Id. at 24-25.
10. Id.
11. Id. at 27.
12. Fed. R. Civ. P. 26(a)
13. Standing Order Regarding Mandatory 

Initial Discovery Pilot Program, § A(2).
14. Id.
15. Standing Order Regarding Mandatory 

Initial Discovery Pilot Program, § A(1)(a), (b).
16. Standing Order Regarding Mandatory 

Initial Discovery Pilot Program, § (B)(1)-(3).
17. Malibu Media, LLC v. Sattler, supra.
18. Ingenuity 13 LLC v. Doe, No. 2:12-cv-833-

ODW (JCx), 2013 WL 1898633, at *1 (C.D. Cal. 
May 6, 2013).

19. In re Bittorrent Copyright Infringement 
Cases v. Does, No. 12-1188, 2013 U.S. Dist. LEXIS 
17851 (C.D. Ill. Feb. 11, 2013)

You’ve got 
one shot. 

Make it count.

the difference in 
your business.

800-252-8908  
217-747-1437 

Call Nancy to find out how
an ad in an ISBA

newsletter can make


